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The order denying a motion for preliminary injunction is appealable. 28
U.S.C. § 1292(a)(1). This Court has jurisdiction under 28 U.S.C. § 1295(a)(1) and
28 U.S.C. § 1292(c)(1).

III. Statement of the Issues

¢ Did the district court use the incorrect legal standard by requiring Jacobsen
to demonstrate he has suffered actual irreparable injury when Supreme Court
precedent only requires a likelihood of irreparable injury?

e Did Jacobsen satisfy the correct standard with respect to both his copyright

infringement and 17 U.S.C. Sec. 1202 claims?

IV. Statement of the Case

Robert Jacobsen is a research physicist at Lawrence Berkeley National
Laboratory and a professor and associate dean at UC Berkeley. A2, A50. He is a
leader of an open source group called Java Model Railroad Interface (JMRI). Id.
JMRI programmers created and continue to develop model train control systems
software. Hobbyists use the software to control trains on their layouts. A444.

JMRI makes its software available for free on the web, subject to an open source

patents in his declaratory judgment causes of action. See AS. The district court
did not grant leave to Jacobsen to do so, nor did it grant early discovery for
Jacobsen to obtain which of the multiple:patents that Katzer was referring to. AS,
A1501-A1504, A1524. Because final judgment has not been entered, this aspect of
the district court’s order is not appealable. In the meantime, the district court may
entertain motions for reconsideration while the case is pending. N.D. Cal. L.R. 7-
9(a). Jacobsen intends to appeal this aspect of the order at final judgment.
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license. A442-A443. JMRI’s original license was the Artistic License. A443.
JMRI now uses the GNU General Public License 2.0. Id.

Matthew Katzer is the chief officer of KAMIND Associates, Inc.
(“KAMIND”), which sells model train control systems software products. See
ASl. In March 2005, Katzer and KAMIND accused Jacobsen of patent
infringement, naming U.S. Patent No. 6,530,329 specifically and stating Jacobsen
might infringe other Katzer patents. A1347-A1348. Over the next year, Katzer
sent Jacobsen several cease and desist letters with bills, styled as invoices, for over
$200,000. A1352-1354, A1356-A1357, A1359-A1361. He told Jacobsen to
contact him to arrange a “payment schedule” of his “outstanding account balance.”
A1359. Later bills included interest. A1357. In October 2005, Katzer sent a
FOIA request, including one $200,000-plus bill, directed to Jacobsen’s employer,
Lawrence Berkeley National Lab, through the U.S. Department of Energy. A1506-
A1508. In the FOIA request, Katzer accused Jacobsen and the Lab of infringing
multiple Katzer patents. A1506. Katzer also falsely stated in the FOIA request
that he had filed suit against Jacobsen in federal court. See A1508. The FOIA
request sought emails on Lawrence Berkeley Lab’s servers that Jacobsen wrote and
received that were related to model train control systems software development.

Id. These accusations formed the basisj for Jacobsen’s original Complaint, filed










“immediately recalled” all KAMIND software and sent KAMIND customers
upgrades that did not contain any infringing material. A801-A802. However,
Katzer also admitted that he let his customers use the infringing software for 6
months after Jacobsen charged him with copyright infringement. A802. Katzer
acknowledged that KAMIND and JMRI are competitors, A804, and claimed an
injunction would destroy his prospective relationship with an unnamed distributor
called “Company”, a relationship that Katzer claimed was necessary to
KAMIND’s survival. A804-A806. Katzer stated that if the allegedly pending deal
with the distributor fell through, “KAM will go out of business.” A805.

Jacobsen examined the KAMIND code and determined that, notwithstanding
Katzer’s declaration to the contrary, evidence exists that shows that Katzer has
based his files on JMRI’s content. A463-A464. He submitted a declaration with
his findings. He also disputed Katzer’s claim to have attempted to recall or disable
KAMIND’s infringing materials. A1107-A1108.

At the hearing on Jacobsen’s motion, the district court expressed a degree of
dissatisfaction with this Court’s opinion. It stated that this Court’s mandate
“wasn’t a model of clarity”, A1261, and sympathized with Katzer and KAMIND
that their infringement was “lawful until the Federal Circuit said it was unlawful.”
A1277. The district court ch:’alracterized}s this Court’s ruling as novel, referring to

this Court as having “for the first time created as a viable claim of copyright



















product.> A799-A801; A454-A460. Katzer later claimed that he copied JMRI’s
code with the intention of establishing a national standard. A800-A801.

Katzer referred to JMRI’s Decoder Definition Files as incorporating data
from decoder manufacturers. A800-A801. The parties do not disagree on this
point. The record also reflects no disagreement on the further point that such
manufacturer data is incorporated in JMRI’s software as (a) selected and (b)
arranged by JMRI programmers, and as (c) supplemented by expression they write.
Ad44-A447. |

Katzer copied these aspects of JMRI’s expression in addition to the
manufacturer data Katzer referenced. Jacobsen submitted evidence showing that
Katzer’s program incorporated original JMRI expression from each of
approximately 100 Decoder Definition Files, which define about 350 decoders.
Ad443. As of October 1, 2008, 195 Decoder Definition Files exist, and they define

635 decoders. Id.

When Katzer copied JMRI’s Decoder Definition Files, he did not

2 This was not the first time Katzer had misappropriated JMRI intellectual
property. In 2004, Katzer registered  decoderpro.com, a JMRI trademark. See
A1413. When Jacobsen learned about Katzer’s registration of decoderpro.com, he
demanded transfer. Katzer ignored him. As a part of a dispute with an unrelated
third party, Katzer transferred the domain name to the third party, subject to certain
requirements. Id. One requirement was that the third party could not transfer the
domain name to any other person. Id. If he did, he would be subject to a $20,000
penalty, id., and attorneys fees for breach of the settlement agreement. More than
two years later, Jacobsen obtained the domain name through a UDRP proceeding
before the World Intellectual Property Organization. A1412-A1419.
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The Supreme Court was explicit that only a likelihood of harm is required. The
district court’s use of the wrong legal standard compels reversal.

The district court erred by failing to set forth the findings of fact that it
acknowledged this Court’s order required. Instead, the district court provided
impressions and allusions to its impressions of the record and then ruled. The
district court’s comments suggest this approach may have aimed to expedite an
appeal to obtain further guidance from this Court. Nevertheless, the district court’s
failure to enter findings compounds its application of the wrong legal standard and
leaves its ruling without either legal or factual support.

Jacobsen addresses each of these next.

VII. Standard of Review

When reviewing copyright matters, this Court applies the law of the regional
circuit—here, the Ninth Circuit. Hutchins v. Zoll Med. Corp., 492 F.3d 1377,
1383 (Fed. Cir. 2007). The Ninth Circuit reviews the district court’s denial of

preliminary injunction for abuse of discretion. Perfect 10, Inc. v. Amazon.com

Inc., 487 F.3d 701, 713 (9th Cir. 2007). A district court abuses its discretion if it

bases its decision on an erroneous legal standard or clearly erroneous findings of

fact. Earth Island Inst. v. U.S. Forest Serv., 351 F.3d 1291, 1298 (9th Cir. 2003).

The Ninth Circuit reviews a district court’s findings of fact for clear error, and
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1. Jacobsen Has Shown Irreparable Injury

In ruling that Jacobsen had not shown irreparable injury, the district court
made one legal error and one factual error. The district court erred as a matter of
law in applying the wrong standard for irreparable harm to Jacobsen’s motion. It

also erred as a factual matter when it said it had no evidence of harm.

(a) District Court Applied The Wrong I.egal Standard

In requiring a showing of actual harm instead of likelihood of harm, the
district court erroneously used the standard for a permanent injunction instead of

that for a preliminary injunction. The Supreme Court’s recent Winter decision

requires Jacobsen to show “he is likely to suffer irreparable injury in the absence of
preliminary relief. . . .” Winter, 129 S.Ct. at 374. The district court required
more—actual irreparable injury.

The Federal Circuit court’s list of potential harms that a copyright
holder may face in the open source field are just that — potential
harms. There is no showing on the record before this Court that
Jacobsen has actually suffered any of these potential harms. The
standard under Winter requires that Jacobsen demonstrate, by the
introduction of admissible evidence and with a clear likelihood of
success that the harm is real, imminent and significant, not just
speculative or potential. 129 S. Ct. at 374. Jacobsen has failed to
proffer any evidence of any specific and actual harm suffered as a
result of the alleged copyright infringement and he has failed to
demonstrate that there is any continuing or ongoing conduct that
indicates future harm is imminent.

A4 (italics emphasis in original, underlined emphasis added)
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contexts, harm from lack of attribution demonstrates irreparable harm for purposes

of interim relief.
The ultimate commercial success of an “artist” often depends on name
recognition and reputation with the value and popularity of each
succeeding work depending upon the “name” established through
commercial exploitation of preceding works. This can be true whether

the “artist” creates musical compositions, video games, or concrete
statues.

Concrete Mach. Co.. Inc. v. Classic I.awn Ornaments, Inc., 843 F.2d 600, 611 (1st

Cir. 1988); Medicine Shoppe Int’l, Inc. v. S.B.S. Pill Dr.. Inc. 336 F.3d 801, 805

(8th Cir. 2003) (enjoining breach of contract 19)' franchisee: “Harm to
reputation and goodwill is difﬁcult, if not impossible, to quantify in terms of
dollars™).

Katzer’s misappropriation of JMRI code and his omission of JMRI’s
copyright management information distorted the relative perception of the two
programs in the marketplace, and harmed the goodwill associated with JMRI.
Jacobsen submitted evidence that Katzer touted his software as superior to JMRI’s,
saying his program “far surpasses any other solution available in the market (free
or commercial).” A452. Katzer declared himself that there are only two programs
in this market. A799. Katzer’s reference to a “free” program—a term sometimes
used to refer to open source code—could only be JMRI. Katzer’s omission of
JMRUI’s copyright management information and misappropriation of JMRI’s files

were crucial to this inflated perception. Had Katzer not omitted that information,
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1. Jacobsen is Likely to Succeed on the Merits Of His Copyright
Infringement Claim

Jacobsen is likely to succeed on the merits of his copyright claim. To
prevail, Jacobsen must show he is the owner or assignee of a copyright and that
Katzer infringed one of the exclusive rights Jacobsen has in his copyright. See
S.0.S., Inc. v. Payday, Inc., 886 F.2d 1081, 1085 (9th Cir. 1989).

Katzer has conceded that Jacobsen was the owner and/or assignee of JMRI
materials, as claimed by Jacobsen’s copyright registrations, e.g., A293-A304,
which are presumptive evidence of his ownership. Micro Star v. Formgen Inc.,
154 F.3d 1107, 1109-10 (9th Cir. 1998). This Court acknowledged Katzer’s
concession. 535 F.3d at 1379.

Katzer also conceded copying JMRI files and distributing the infringing
copies of his materials. A799. See also A801-A802. There is thus no question
that Katzer violated Jacobsen’s exclusive rights to reproduce and distribute JMRI’s
original expression and to make derivative works based on that expression. 17
U.S.C. § 106(1)-(3).

Katzer has no defenses to infringement. This Court previously rejected his
claim that the Artistic License precluded any infringement claim. 535 F.3d at
1381-82. 5

On remand, Katzer tried a new tactic—he claimed his ownership of a 182-

page QSI instruction manual excused his conduct. The manual reproduced certain
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claim as well. Section 1202(a) prohibits the knowing provision or distribution of
false copyright management information with the intent to conceal infringement.
Section 1202(b) prohibits the intentional removal or alteration of copyright
management information, or the knowing distribution of altered copyright
management information, where the person altering or removing the information
knows or has reasonable grounds to know that removal or alteration will induce,
enable, facilitate, or conceal an infringement.

Section 1202(c) defines “copyright management information”, or CMI, to
include information set forth in a copyright notice and specifically includes the
name of the author of a work and license terms for the work. 17 U.S.C.
§1202(c)(1)-(3), (6)-(7). Jacobsen and JMRI programmers place CMI, as defined
by the statute, in their works. Assoc. Press v. All Headline News Corp., No. 08
Civ. 323 (PKC), 2009 WL 382690, at *5-6 (S.D.N.Y. Feb. 17, 2009) (rejecting

argument that would limit scope of CMI to automated systems).’

5 While Katzer did not address Sec. 1202 in his opposition to the motion for
preliminary injunction, Katzer moved to dismiss Jacobsen’s Sec. 1202 claim,
relying on a statutory construction in IQ Group, Ltd. v. Wiesner Publishing, LLC,
409 F. Supp. 2d 587 (D.N.J. 2006). The IQ Group Court stated that CMI was
subject to a narrowing interpretation. Id. at 593. According to IQ Group, the only
CMI that is protected is that which is conveyed in connection with a technological
device protected under Sec. 1201. In hisropposition to the motion to dismiss,
Jacobsen analyzed the IQ Group decision, Sec. 1202’s legislative history, and
negotiations that led to the WIPO ‘Copyright Treaty, which formed the basis for
Sec. 1202. A1604-A1611. He also analyzed later decisions, which generally
moved away from Sec. 1202’s narrowing interpretation. A1611-A1612. The
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As detailed above, Katzer admitted copying JMRI’s Decoder Definition

Files but omitting the names of the JMRI programmers who wrote that code.
!

A801. Katzer also admitted distributing JMRI code using a KAMIND copyright

notice but not a JMRI notice. There is thus no dispute regarding the alteration and

distribution elements of Jacobsen’s claims.

Katzer admitted that Bouwens wrote, on KAMIND’s behalf, a copying
program that did not copy JMRI’s copyright management information. A7%-%/. He
stated “this was not intentional,” however, because Katzer’s copying tool “was
written only to extract manufacturer data” and nothing more. A9, This statement is
an admission, not a defense. Partial, misleading copying and distribution is
precisely what Section 1202 prohibits.

Copyright management information will serve as a kind of license

plate for a work on the information superhighway, from which a user

may obtain important information about the work. The accuracy of

such information will be crucial to the ability of consumers to find and

make authorized uses of copyrighted works on the [Internet]. Reliable

information will also facilitate efficient licensing and reduce

transaction costs for licensable uses of copyrighted works (both fee-
based and royalty-free).

district court used the IQ Group decision’s interpretation, but denied Katzer’s
motion to dismiss since Jacobsen used an automated process to add CMI and
because Katzer’s false CMI is protected by Katzer’s technological device.

Since the IQ Group decision, a split between district courts across the country has
arisen, some rejecting the narrowing interpretation, McClatchey v. Associated
Press, No. 3:05-cv-145, 2007 WL 776103, at *5 (W.D. Pa. Mar. 9, 2007), others
embracing it. No appellate court has construed Sec. 1202.
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enthusiasts. The Java Model Railroad Interface (“JMRI”) Project is an on-line, open source
community that also develops model train software. Plaintiff, Robert Jacobsen, works for the
Lawrence Berkeley National Laboratory and is a professor of physics at the university, as well
as a model train hobbyist and a leading member of the JMRI Project.

According to the second amended complaint, Jacobsen contends that Defendants
fraudulently secured patents for their software and, despite knowing the patents were invalid
and unenforceable, sought to enforce the patents and collect patent royalties, and threatened
litigation. Jacobsen makes claims for declaratory judgment of the unenforceability and
invalidity of KAM’s patent, non-infringement of Jacobsen’s work, violation of copyright laws,
violation of the Digital Millenium Copyright Act (“DMCA”), breach of contract under
California law, and cybersquatting in violation of 15 U.S.C. § 1125(d).

Now before the Court is Defendants’ motion to dismiss the first, second and third claims
for relief for declaratory judgment on unenforceability and invalidity of KAM’s patent and non-
infringement of Jacobsen’s work on the basis that withdrawal of the patent in dispute renders
the claims moot and the Court without jurisdiction to hear those claims. Defendants further
move to dismiss claims five and six for violations of the DMCA and for breach of contract for
failure to state a claim upon which relief can be granted. In this same motion, Defendants move
to strike Jacobsen’s prayer for relief for attorneys’ fees under 17 U.S.C. §§ 504 and 505
pursuant to Federal Rule of Civil Procedure 12(f). Lastly, Jacobseon moves for preliminary
injunction, seeking to have the Court enjoin Defendants from wilifully infringing his
copyrighted material.

The Court shall refer to additional facts as necessary in the remainder of this Order.

ANALYSIS
A. Matthew Katzer and Kamind Associates, Inc.’s Motion to Dismiss for Mootness.

1.  Legal Standard on Motion to Dismiss Pursuant to Federal Rule of Civil
Procedure 12(b)(1).

When a defendant nioves to dismiss a complaint or claim for lack of subject matter
jurisdiction, the plaintiff bears the burden of proving that the court has jurisdiction to decide the
claim. Thornhill Publ'n Co. v. Gen. Tel. & Elecs. Corp., 594 F.2d 730, 733 (9th Cir. 1979).

2
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jurisdiction over the patent dispute in this case, and therefore dismisses counts one, two and

three without leave to amend.2

B. Matthew Katzer and Kamind Associates, Inc.’s Motion to Dismiss for Failure to
State a Claim Upon Which Relief Can Be Granted.

1. Legal Standard on Motion to Dismiss Pursuant to Federal Rule of Civil
Procedure 12(b)(6).

A motion to dismiss is proper under Federal Rule of Civil Procedure 12(b)(6) where the
pleadings fail to state a claim upon which relief can be granted. The complaint is construed in
the light most favorable to the non-moving party and all material allegations in the complaint
are taken to be true. Sanders v. Kennedy, 794 F.2d 478, 481 (9th Cir. 1986). The court,
however, is not required to accept legal conclusions cast in the form of factual allegations, if
those conclusions cannot reasonably be drawn from the facts alleged. Clegg v. Cult Awareness
Network, 18 F.3d 752, 754-55 (Sth Cir. 1994) (citing Papasan v. Allain, 478 U.S. 265, 286
(1986)). Conclusory allegations without more are insufficient to defeat a motion to dismiss for
failure to state a claim upon which relief may be granted. McGlinchy v. Shell Chemical Co.,
845 F.2d 802, 810 (9th Cir. 1988). Even under the liberal pleading standard of Federal Rule of
Civil Procedure 8(2)(2), a plaintiff must do more than recite the elements of the claim and must
“provide the grounds of [its] entitlement to relief.” Bell Atlantic v. Twombly, 127 S. Ct. 1955,
1959 (2007) (citations omitted). In addition, the pleading must not merely allege conduct that is
conceivable, but it must also be plausible. Id. at 1974.

2, Claim for Breach of Contract.

In order to state a claim for breach of contract, Jacobsen must allege (1) the existence of
a contract; (2) plaintiff’s performance or excuse for non-performance; (3) defendants’ breach
and damage to plaintiff proximately caused from defendants’ breach. See Acoustics, Inc. v.
Trepte Construction Co., 14 Cal. App. 3d 887, 913 (1971) (citing 2 Witkin, Cal. Proc.,
Pleading, § 251). Jacobsen has failed to allege a specific harm that was proxfmately caused by

2 Although addressed by the Court at oral argument, for the sake of clarity, Jacobsen’s
motion for leave to file a sur-refly to Defendants’ motion to dismiss for mootness is
DENIED. The sur-reply and all attached declarations and exhibits are HEREBY
STRICKEN from the record. In addition, Jacobsen’s motion to strike portions of the
declarations of Matthew Katzer and Kevin Russell is DENIED.

6
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the alleged breach of the terms of the Artistic License. The Second Amended Complaint merely
states that “[by reason of the breach, Plaintiff has been harmed” and seeks “rescission, and
disgorgement of the value he conferred on Defendants, plus interest and costs.” (Second
Amended Complaint, 7491, 492.) The complaint does not state the proximate cause of the
alleged damage, nor does it state what the actual damage was incurred by Jacobsen. The
Federal Circuit, in its decision on the appeal of this Court’s order denying Jacobsen’s motion
for a preliminary injunction, opines that damage to the “creation and distribution of copyrighted
works under public licenses” could include injury to reputation and the programmers’
recognition in his profession as well as impact on the likelihood that the product will be further
improved. Jacobsen v. Katzer, 535 F.3d 1373, 1379 (Fed. Cir. 2008) (finding that the lack of
money changing hands in open source licensing should not be presumed to mean that there is no
economic consideration). The appellate decision enumerates these potential damages which
could have been caused by Defendants’ activity in interfering with open source licensing.
However, as the claim for breach of contract is currently drafted, there is no indication what, if
any, damages Jacobsen claims to have incurred that were the proximate cause of a breach of the
Artistic License. For this reason, the allegations for breach of contract fail to state a claim upon
which relief can be granted and the claim is dismissed with leave to amend.

Although the claim for breach of contract fails to state a claim upon which relief can be
granted for failure to state damages proximately caused by the alleged breach, the Court also
finds that the state law claim, as drafted, is also preempted by federal copyright law.

Section 301 of the Federal Copyright Act provides in pertinent part:

all legal or equitable rights that are equivalent to any of the exclusive rights

Thecseioe o person o eatiod 1oy such gt or cqvlont gyt Ay o0

work under the common law or statutes of any State.
17 U.S.C. § 301. The federal copyright preemption of overlapping state law clajms is “explicit
and broad.” G.S. Rasmussen & Assoc. V. Kalitta F lying Serv., 958 F.2d 896, 904 (5th Cir.
1992). Section 301 of the Copyright Act establishes a two-part test for preemption. First, the
claims must come within the subject matter of copyright, and (2) the rights granted under state

law must be equivalent to any of the exclusive rights within the general scope of copyright as

7
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set forth in the Act. Del Madera Props. v. Rhodes & Gardner, 820 F.2d 973, 976 (9th Cir.
1987). The claim for breach of contract addresses the subject matter that is within the subject
matter of the Copyright Act as the claim deals exclusively with the misappropriation of the
JMRI Project decoder definition files. (See Second Amended Complaint, §{ 486-492 (alleging
that Defendants accepted Plaintiffs offer to permit the use of the Decoder Definition files,
subject to the Artistic License, but failed to perform the agreement to honor any of the terms or
conditions of the Artistic License).)

To satisfy the “equivalent rights” part of the preemption test, Jacobsen’s contract claim.
which is predicated upon the alleged use of the copyrighted work without abiding by the terms
of the Artistic License, must be equivalent to rights within the general scope of copyright. See
Del Madera, 820 F.2d at 977. In other words, to survive preemption, the state cause of action
must protect rights which are qualitatively different from the copyright rights. /d. (citing
Harper & Row, Publishers, Inc. v. Nation Enterprises, 501 F. Supp. 848, 852 (S.D.N.Y. 1980)).
The state claim must have an “extra element” which changes the nature of the action. Id. (citing
Mayer v. Josiah Wedgwood & Sons, Ltd., 601 F. Supp. 1523, 1535 (S.D.N.Y. 1985)).

The breach of contract claim does not add an “extra element” which changes the nature
of the action or the rights secured under federal copyright protection. The breach of contract
claim alleges violations of the exact same exclusive federal rights protected by Section 106 of
the Copyright Act, the exclusive right to reproduce, distribute and make derivative copies.

Accordingly, the breach of contract claim is preempted by federal copyright law, and is
thereby dismissed on this alternate basis with leave to amend. Should Jacobsen wish to amend
his complaint, he will not only have to make an allegation of damages proximately caused by
the alleged breach of the Artistic License, but will, in addition, have to state a claim that is not
preempted by federal copyright law by demonstrating that there are rights or remedies available
under the contract claims that are not qptherwise available under the copyright claim.

3. Claim Under DMCA.

Jacobsen alleges that t};e information contained in the JMRI Project Decoder Definition

Files constituted “copyright management information” within the meaning of the Digital
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Millennium Copyright Act and that by removing the information and making copies of the files,

2| Defendants violated 17 U.S.C. § 1201(b), which protects the integrity of copyright management
3 information.
4 Under the statute, the term copyright management information (“CMI”) means “any of
5| the following information conveyed in connection with copies ... of a work ..., including digital
6|l form,” including “the name of, and other identifying information about the author of the work,
7|l ... the copyright owner of the work, ... [and other] information identifying the work.” 17 U.S.C.
8| §1202(c). The information Jacobsen contends consists of copyright management information
9{l in his complaint is the “author’s name, a title, a reference to the license and where to find the
10 license, a copyright notice, and the copyright owner.” (Second Amended Complaint, ] 479.)
11 Jacobsen also alleges that he used a software script to automate adding copyright notices and
12| information regarding the license and uploaded the files on the internet through
13]| SourceForge.net, an open source incubator website. (Id., 1] 267, 480.) Jacobsen contends that
14| Defendants downloaded the files and removed the names of the authors and copyright holder,
15| title, reference to license, where to find the license and the copyright notices, and instead,
16| renamed the files and referred to their own copyright notice and named themselves as author
17]| and copyright owner. (ld., §]271-76; 289-291.)
18 Although the law on the definition and application in practice of the term CMI is scant,
19| the Court finds that it would be premature to dismiss the claim on the facts as alleged. See
20 Electrical Construction & Maintenance Co. v. Maeda Pacific Corp., 764 F.2d 619, 623 (9th
21}l Cir. 1985) ( “The court should be especially reluctant to dismiss on the basis of the pleadings
22|l when the asserted theory of liability is novel ..., since it is important that new legal theories be
23| explored and assayed in the light of actual facts.”). In IQ Group v. Wiesner Publishing, Inc.,
24| the court, at the summary judgment stage, determined after a lengthy review of the legislative
25| history of the DMCA that the statute should be construed to protect CMI perforrhed by the
26| technological measures of auton'mted systems. 400 F. Supp. 2d 587, 597 (D. N.J. 2006). In
27 || McClatchey v. The Associated Press, because the plaintiff had used a computer software
28| program to print her title, name and copyright notice on copies of her photograph, the district .
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court determined that this technological process came within the term CMI as defined in section
1202(c). 2007 WL 776103, *5 (W.D. Pa. March 9, 2007).

Based on the allegations in the complaint, the Court finds that there has been some
technological process engaged to protect the author’s name, a title, a reference to the license
and where to find the license, a copyright notice, and the copyright owner of Jacobsen’s work.
Therefore, without further discovery, the Court finds that it would be inappropriate to dismiss
the cause of action for violation of the DMCA.

4. Motion to Strike Attorneys’ Fees Prayer for Relief.

Federal Rule of Civil Procedure 12(f) provides that a court may “order stricken from any
pleading any insufficient defense or any redundant, immaterial, impertinent, or scandalous
matter.” Immaterial matter “is that which has no essential or important relationship to the claim
for relief or the defenses being pleaded.” California Dept. of Toxic Substance Control v. ALCO
Pacific, Inc., 217 F. Supp. 2d 1028, 1032 (C.D. Cal. 2002) (internal citations and quotations
omitted). Impertinent material “consists of statements that do not pertain, or are not necessary
to the issues in question.” Jd. Motions to strike are regarded with disfavor because they are
often used as delaying tactics and because of the limited importance of pleadings in federal
practice. Colaprico v. Sun Microsystems Inc., 758 F. Supp 1335, 1339 (N.D. Cal. 1991). The
possibility that issues will be unnecessarily complicated or that superfluous pleadings will cause
the trier of fact to draw unwarranted inferences at trial is the type of prejudice that is sufficient
to support the granting of a motion to strike. Cal. Dept. of Toxic Substances Control, 217 F.
Supp. at 1028. Under Rule 12(f), courts have authority to strike a prayer for relief seeking
damages that are not recoverable as a matter of law. Wells v. Board of Trustees of the Cal. State
Univ., 393 F. Supp. 2d 990, 994-95 (N.D. Cal. 2005); Arcilla v. Adidas Promotional Retail
Operations, Inc., 488 F. Supp. 2d 965, 968 (C.D. Cal. 2007) (citing Tapley v. Lockwood Green
Engineers, Inc., 502 F2d 559, 560 g_&h Cir. 1974)). "

Defendants contend that Jacobsen is not entitled to seek damages under 17 U.S.C. §§
504 and 505 because Jacob;en registered the copyright on June 13, 2006 after the alleged

infringement occurred. However, because there are allegations that the alleged infringement
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occurred earlier and because the allegations of infringement may not be complete, the Court
finds it would be premature to dismiss the claims for damages at this time. (See, e.g., Second
Amended Complaint, ] 266.) Although the allegations in the complaint as to the timing of the
alleged instances of infringement constitute a compelling statement of the dates of ‘alleged
infringement, the Court finds that, by virtue of discovery, Jacobsen may find additional
instances of infringement and therefore, Defendants’ motion to strike is premature.

C. Jacobsen’s Motion for Preliminary Injunction on Copyright Claim.

L. Legal Standard.

Plaintiff moves for preliminary injunction, seeking a court order enjoining Defendants
from willfully infringing Plaintiff’s copyrighted material. A plaintiff is entitled to a preliminary
injunction when it can demonstrate either: (1) a combination of probable success on the merits
and the possibility of irreparable injury, or (2) the existence of serious questions going to the
merits, where the balance of hardships tips sharply in plaintiff’s favor. GoTo.com, Inc. v. Walt
Disney Co., 202 F.3d 1199, 1204-05 (9th Cir. 2000). To establish copyright infringement, a
plaintiff must show (1) ownership of the copyrights, and (2) copying of the protected expression
by Defendants. Sun Microsystems, Inc. v. Microsoft Corp., 188 F.3d 1115, 1109 (Sth Cir.
1999).

Initially, when this matter was before the Court on a motion for preliminary injunction,
federal copyright law provided that a plaintiff who demonstrates a likelihood of success on the
merits of a copyright claim was automatically entitled to a presumption of irreparable harm. Jd.
at 1119 (citing Cadence Design Systems v. Avant! Corp., 125 F.3d 824, 826-27 (9th Cir. 1997)).
“That presumption means that the balance of hardships issue cannot be accorded significant — if
any — weight in determining whether a court should enter a preliminary injunction to prevent
the use of infringing material in cases where ... the plaintiff has made a strong showing of likely
success on the merits.” Sun, 188 F.3d a}j 1119 (citing Cadence, 125 F.3d at 830 (internal
quotations omitted)). ‘

However, because of the passage of time, the governing law has changed. Now, a

plaintiff is not granted the presumption of irreparable harm upon a showing of likelihood of
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success on the merits. Instead, a plaintiff seeking a preliminary injunction must establish that
he is likely to succeed on the merits, that he is likely to suffer irreparable harm in the absence of
preliminary relief, that the balance of equities tips in his favor, and that an injunction is in the
public interest. Winter v. Natural Resources Defense Council, 129 S. Ct. 365, 374 (2008)
(citations omitted). In this recent case, the Supreme Court found that the Ninth Circuit’s
standard of the likelihood of irreparable injury was too lenient and held that a plaintiff must
demonstrate that irreparable injury is “/ikely in the absence of an injunction.” Id. at 375.
“Issuing a preliminary injunction based only a possibility of irreparable harm is inconsistent
with our characterization of injunctive relief as an extraordinary remedy that may only be
awarded upon a clear showing that the plaintiff is entitled to such relief.” Id. at 375-76 (citing
Mazurek v. Armstrong, 520 U.S. 968, 972 (1997) (per curiam)). Because a preliminary
injunction is an extraordinary remedy, “[i]n each case, courts ‘must balance the competing
claims of injury and must consider the effect on each party of the granting or withholding of the
requested relief.’ Id. at 376 (citing Amoco Production Co. v. Gambell, 480 U.S. 531, 542
(1987)). “‘In exercising their sound discretion, courts of equity should pay particular regard for
the public consequences in employing the extraordinary remedy of injunction.”” Id, at 376-77
(citing Weinberger v. Romero-Barcelo, 456 U.S. 305, 312 (1982)).

2, Procedural History.

Plaintiff appealed this Court’s denial of his original motion for preliminary injunction on
the issue of copyright infringement. The Federal Circuit court found that this Court had erred in
its legal finding that a copyright holder of work open and available to the public free of charge
under an “open source” nonexclusive copyright license may not control future distribution and
modification of such work under federal copyright law, but may only pursue remedies under a
breach of contract theory. The Federal Circuit court found that Jacobsen may maintain a cause
of action for trademark infringement based on the facts alleged in the complaint. In its decision,
the appellate court found that copyright holders who engage in open source licensing have the
right to control the modiﬁca;ion and distribution of copyrighted material and that the Artistic

License present on the JMRI Project website governed Jacobsen’s copyrighted material and

12




For the Northern District of Califomia

United States District Court

O 0 N N W A WN

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28

ase 3:06-cv-01905-JSW  Document 284  Filed 01/05/2009 Page 13 of 15

required that any downstream user follow the restrictive terms of the license. Because the
Federal Circuit found that this Court had erred in its legal finding, and, having found that the
terms of the Artistic License are enforceable copyright conditions, the court vacated the denial
of a preliminary injunction and remanded “to enable the District Court to determine whether
Jacobsen has demonstrated (1) a likelihood of success on the merits and either a presumption of
irreparable harm or a demonstration of irreparable harm; or (2) a fair chance of success on the
merits and a clear disparity in the relative hardships and tipping in his favor.” Jacobsen v.
Katzer, 535 F.3d at 1382-83.

The Federal Circuit was faced with an incomplete record and only the allegations in the
complaint, and made its determination as a matter of legal interpretation. The appellate court
did not make a finding that Jacobsen is entitled to a preliminary injunction on the allegations of
his complaint. It only found that this Court erred in finding that a cause of action for trademark
infringement could not lie. This Court is again faced with a perfunctory record and is bound by
the legal finding of the appellate decision. However, in the intervening time, the Supreme
Court precedent governing the standard to be applied in deciding whether the extraordinary
remedy of a preliminary injunction is appropriate has changed. This Court is bound by such
intervening authority. In order to grant Jacobsen a preliminary injunction, the Court must find,
based on the entire record, that Jacobsen is likely to succeed on the merits, that he is likely to
suffer irreparable harm in the absence of preliminary relief, that the balance of equities tips in
his favor, and that an injunction is in the public interest. Winter, 129 S. Ct. at 374.

3. Jacobsen Fails to Meet Heightened Burden of Demonstrating Harm.

In its opinion, the Federal Circuit found that in the open source field, there are potential
harms to copyright holders, although they may not be exclusively monetary. The court found
that the

lack of money changing hands in ppen source licensing should not be pres'um_ed
benefits, ncluding cconomic. benchts, 10 he areaion and disiribution of
copyrighted works under public licenses that range far beyond traditional license
royalties. For example, program creators may generate market share for their

programs by providing certain components free of charge. Similarly, a
programmer or company may increase its international reputation by incubating

13
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open source projects. Improvement to a product can come rapidly and free of
cK:rge from an expert not even known to the copyright holder.

Jacobsen v. Katzer, 535 F.3d at 1379. On this basis, the court found that there could indeed be
harm based exclusively on a copyright infringement theory.

However, the Federal Circuit did not find, based on the record of this case, that there
was indeed either actual, current infringement or that there was a likelihood of irreparable harm
that tipped the balance of equities in Jacobsen’s favor. The Federal Circuit court’s list of
potential harms that a copyright holder may face in the open source field are just that — potential
harms. There is no showing on the record before this Court that Jacobsen has actually suffered
any of these potential harms. The standard under Winter requires that Jacobsen demonstrate, by
the introduction of admissible evidence and with a clear likelihood of success that the harm is
real, imminent and significant, not just speculative or potential. 129 S. Ct. at 374. Jacobsen has
failed to proffer any evidence of any specific and actual harm suffered as a result of the alleged
copyright infringement and he has failed to demonstrate that there is any continuing or ongoing
conduct that indicates future harm is imminent.” Because Jacobsen fails to meet the burden of
presenting evidence of actual injury to support his claims of irreparable injury and speculative
losses, the Court cannot, on this record, grant a preliminary injunction. See Goldie's Bookstore,
Inc. v. Superior Court, 739 F.2d 466, 472 (9th Cir. 1984) (holding that speculative harm is

insufficient to establish irreparable harm).

* Although Jacobsen makes legal arguments regarding the alleged harm he may
suffer, for instance delays and inefficiency in development and time lost in the open source
development cycle, he has failed to put forward any evidence of such harms. Jacobsen has
failed to proffer evidence of harm suffered or any evidence of a real or immediate threat of
imminent harm in the future. The Court also finds that Jacobsen has failed to identify with
the requisite particularity the extent of his copyright ownership over the disputed underlying
material. The JMRI Project Decoder Definition Files incorporate many manufacturers’
specifications data as well as rights to specific terms whose copyright is owned by
Defendants. Even if Jacobsen’s heavy burden to warrant injunctive relief had been met, it is
unclear how the Court would fashion an injunction which would be narrowly tailored to
enjoin only those allegedly infringing uses of Jacobsen’s copyrighted content.
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