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| ASSOCIATES, INC., and KEVIN

| PAGE 1 —

| David M. Zeft g.B. #63289)
| Law Offices of

| 1388 Sutter St., Suite 820

| San Francisco, CA 94109

avid M. Zeft

Telephone: (415) 923-1380
Facsimile: (415) 923-1382

| ZetfLawl(@aol.com

Attorneys for Defendant
Kevin

ussell

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

SAN FRANCISCO DIVISION
ROBERT JACOBSEN, Case No. C 06 1905 JSW
Plaintiff, REQUEST FOR JUDICIAL
NOTICE OF ACTIONS BY U. §.
| vs. PATENT OFFICE IN SUPPORT OF

SPECIAL MOTION TO STRIKE
PLAINTIFF'S CLAIMS AGAINST
KEVIN RUSSELL UNDER CAL.
CIV. PROC. CODE § 425.16

Date: August 11, 2006

Time: 9:00 a.m.

Dept: Courtroom 2, 17th floor
Hon. Jeffrey S. White

<<<<<<

MATTHEW KATZER, KAMIND
RUSSELL,
Detendants.

TO THE COURT, PLAINTIFF AND HIS ATTORNEY OF RECORD:
Movant Kevin Russell respectfully requests that the Court take Judicial Notice,

pursuant to Federal Rules of Evidence 201 (d),901 and 902 (2) and (5), of the following
| actions by the United States Patent Office:

re: Katzer Patent No. 10/976,227. On June 8, 2006, as described in the following

| documents, true copies of which are attached hereto as Exhibits 1 through 5:
| 1. Notice of Allowance and Fees Due (PTOL-85)
| 2. Notice of Allowability (PTOL-37)

| 3. List of References cited by applicant and considered by examiner

REQUEST FOR JUDICIAL NOTICE OF ACTIONS BY PATENT OFFICE

ILAW OFFICES OF DAvVID M. ZEFF
1388 SUTTER STREET, SUITE 820
SAN FRANCISCO, CA 94109
(415) 923-1380
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Dated: June 16, 2006

| 4. Issue Information including classification, examiner, name, claim, renumbering,
| etc.
| 5. Search information including classification, databases and other search related

| notes

The attached documents 1 through 5 are true and correct copies of public records

| issued and maintained by the United States Patent Office. They can be found at the
website of the United States Patent Office at the following URL:

| http://portal.us to.gov/extemal/lpé)rtal/!ut/ /8.7 0 A/7 0 CH/.cmd/ad/.a
| 1/sa.getBib/.c/6 0 T/
| ubmitted=1sSubmitted&dosnum=10976227#7 0 1ET]

0 69/.ce/7 0 /5 0 18L/7.d/17?selectedTab=1fwtab&isS

re: Katzer Patent No. 10/989.815. On June 14, 2006, as described 1n the following

documents, true copies of which are attached hereto as Exhibits 6 through 8:

| 6. Notice of Allowance and Fees Due (PTOL-85)

7. Notice of Allowability (PTOL-37)

8. List of References cited by applicant and considered by examiner

The attached documents 6 through 8 are true and correct copies of public records

| issued and maintained by the United States Patent Office. They can be found at the
| website of the United States Patent Office at the following URL:

| http://portal. uspto.gov/external/portal/lut/p/ s.7 0 A/7 0 CH/.cmd/ad/.ar/sa.getBib/.c/6
' Ottg . FET% y ¥ S

9/.ce/7 O /5 0 18L/.d/27selectedTab=detailstab&isSubmitted=1sSubmitted&d

0 1ET

Respectfully submitted,

| PAGE2Z — REQUEST FOR JUDICIAL NOTICE OF ACTIONS BY PATENT OFFICE

AW OFFICES OF DAVID M. £EFF
1388 SUTTER STREET, SUITE 820
SAN FRANCISCO, CA 94109
(415) 923-1380
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UNITED STATES PATENT AND TRADEMARK E o

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450
Alexandria, Virginia 22313-1450
www.usplo.gov

NOTICE OF ALLOWANCE AND FEE(S) DUE

EXAMINER

7590 06/08/2006 e et e
Kevin L. Russell — e
601 SW Second Ave., Suite 1600 | ART UNIT |  PAPERNUMBER |

DATE MAILED: 06/08/2006

10/976.227 10/26/2004 Matthew A. Katzer KLR 74310076 1063
TITLE OF INVENTION: MODEL TRAIN CONTROL SYSTEM

| APPLICATION NO.

FIRST NAMED INVENTOR

ATTORNEY DOCKET NO.

| APPLN.TYPE

| SMALL ENTITY ISSUE FEE PUBLICATION FEE TOTAL FEE(S)DUE | DATE DUE I
YES $700

$300 §1000 09/08/2006

nonprovisional

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE
REFLECTS A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE APPLIED IN THIS APPLICATION. THF PTOL-85B (OR

AN EQUIVALENT) MUST BE RETURNED WITHIN THIS PERIOD EVEN IF NO FEE IS DUE OR THE APPLICATION WILL
BE REGARDED AS ABANDONED.

HOW TO REPLY TO THIS NOTICE:

I. Review the SMALL ENTITY status shown above.

If the SMALL ENTITY is shown as YES, verify your current It the SMALL ENTITY is shown as NO:
SMALL ENTITY status:

A. If the status is the same, pay the TOTAL FEE(S) DUE shown A, Pay TOTAL FEE(S) DUE shown above, or
above.

B. If the status above is to be removed, check box 5b on Part B - B. If applicant claimed SMALL ENTITY status before, or is now

Fee(s) Transmittal and pay the PUBLICATION FEE (if required) claiming SMALL ENTITY status, check box 5a on Part B - Fee(s)

and twice the amount of the [ISSUE FEE shown above, or Transmittal and pay the PUBLICATION FEE (if required) and 1/2
| the ISSUE FEE shown above.

IL. PART B - FEE(S) TRANSMITTAL should be completed and retumed to the United States Patent and Trademark Office (USPTO) with
your ISSUE FEE and PUBLICATION FEE (if required). Even if the fee(s) have already been paid, Part B - Fee(s) Transmittal should be

completed and returned. If you are charging the fee(s) to your deposit account, section "4b" of Part B - Fee(s) Transmittal should be
completed and an extra copy of the form should be submitted. --

U All communications regarding this application must give the application number. Please direct all communicattons prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec, 12, 1980 may require payment of
maintenance fees. 1t is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 3
PTOL-85 (Rev, 01/06) Approved for use through 04/30/2007.
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Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE

Commissioner for Patents
P.O. Box 1450

Alexandria, Virginia 22313-1450
- or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (T requrred] Blocks T Tronsh 3 Tovi oo oo

appropriate, All further correspondence including the Patent, advance orders and Jnotification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address: and/or (b) indicating a separate "IPEE ADDRESS" for

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) Note: A certl Icate of mailing can only be used tor domesfic m&llmgs of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

Eaper_s. Each additional paper, such as an assignment or formal drawing, must
ave its own certificate of mailing or transmission.

7590 06/08/2006
_ Certificate of Mailing or Transmission
Kevmn L. Russell _ é tl;ireb certfy that thi Fee(s) Transmittal s be{iing del,positeq with the United
. €S YOS CIVICE wiln suinicient postage for first class mail in an envelo
601 SW Second Ave., Suite 1600 addressed to the Mail Stop ISSUE FEE address above, or bein facsimﬁg
Portland, OR 97204-3157 transmutted to the USPTO (571) 273-2885, on the date indicated befow.

(sitm’s namc ;

| APPLICATION NO. FILING DATE

_ " CONFIRMATION NO. I
10/976.227 10/26/2004 Matthew A. Katzer KLR 7431.0076 7063
TITLE OF INVENTION: MODEL TRAIN CONTROL SYSTEM

FIRST NAMED INVENTOR

ATTORNEY DOCKET NO.

APPLN. TYPE

SMALL ENTITY [SSUE FEE

PUBLICATION FEE TOTAL FEE(S) DUE

| DATE DUE I

nonprovisional YES $700 $300 $1000 ) . (09/08/2006

CLASS-SUBCLASS

246-00100R

LE, MARK T 3617

corrsponen address or indication "Fee Address" 37 2. For rintig on tepatet front page, list

CER 1.363). (1) the names of up to 3 registered patent attorneys 1 i, _
" Change of correspondence address (or Change of Correspondence or agents OR, alternatively,
Address lorm PTO/SB/122) attached. (2) the name of a single firm (having as a membera 2 - e
L "Fee Address" indication (or "Fee Address" Indication form registered attorney or agent) and the names of up to
PTO/SB/47, Rev 03-02 or more recent) attached. Use of 2 Customer | 2 W%IStﬂl'ﬁd patent attorneys or agents. [f no name is 5
Number is required. | listed, no name will be printed. -

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (orint o type)
PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. It an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFK 3.11. Completion of this form is NOT a substitute for filing an assignment,

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (wiil not be printed on the patent) : J Individuat (] Corporation or other private group entity LJ Government

4a. The following fee(s) are enclosed: 4b. Payment of Fee(s):
J Issue Fee (J A check in the amount of the fee(s) is enclosed.
_J Publication Fee (No small entity discount permitted) u Payment by credit card. Form PTO-2038 is attached.

] Advance Order - # of Copies (] The Director is hereby authorized by charge the required fee(s), or credit any overpayment, to

Deposit Account Number (enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above)
Ja. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. Jo. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR. 1.27(g)(2).

T —

The Director of the USPTO is requested to a p the lsuq Fee and Publication ( an) or to re-apply any previously pid issue fee to the aplatrn identified above.
NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office. |

Authonized Signature Date

el Wil . e TPy T

Typed or printed name Registration No,

Y E— P s T -

sl pr— —ye— -

W hkinial

This collection of information is required by 37 CFR 1.311. The information is rc’l%]qired to obtain or retain & benefit bg the public which is to file (and by the USPTO to process
an application. Confidentiality is govemed by 35 U.S.C. 122 and 37 CFR 1.14, This collection is estimated to take 12 minutes to complete, including gathering, preparing, ant}
submitting the completed application form to the USPTO. Time will vary de ‘ndinﬁ upon the individual case. Any comments on the amount of time you require to complete
this form and/or sr.;Elgcstmns for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, %.0.
a,

Box 1430, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1430,
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information uniess it displays a valid OMB contro! number
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
www usplo.goy
- FIRST NAMED INVENTOR - | aTTORNEY DOCKETNO. | CONFIRMATION O, |
10/976,227 10/26/2004 Matthew A. Katzer KLR 7431.0076 063
7590 06/0812006 i
Kevin L. Russell e LB MARKT

601 SW Second Ave., Suite 1600

PAPER NUMBER
Portland, OR 97204-3157 e ——————— e ]

DATE MAILED: 06/08/2006

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 0 day(s). If the issue fee 1s paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 0 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEB site (http:/pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be

directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or
(571)-272-4200. -

Page 3 of 3
PTOL-85 (Rev. 01/06) Approved for use through 04/30/2007. |
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“Application No. | Applicant(s)
: . 10/976,22 KATZER, MATTHEW A
Notice of Allowability Examin 1 AU —— T ————
- _ . MarkT.le ~~  |3617 j

i

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS I8 (OR REMAINS) CLOSED in this application. If not included

herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308

1. [X] This communication is responsive to the RCE filed April 27, 2006,

2. X The allowed claim(s) is/are 1-9

3. L] Acknowledgment is made of a claim for fareign priority under 35 U.S.C. § 119(a)-{d) or (f).
a)[ ] Al b)[] Some* ¢)[]None ofthe:

1. [J Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No.

3. [JJ Copies of the certified copies of the pricrity documents have been received in this national stage application from the
International Bureau (PCT Rule 17.2(a)).

* Certified copies not received:

Applicant has THREE MONTHS FROM THE “MAILING DATE" of this communication to file a reply complying with the requirements

noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

4. [ ] A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.

5. ] CORRECTED DRAWINGS ( as "‘replacement sheets”) must be submitted.
(a) L] including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PTO-948) attached
1) L] hereto or 2) [ to Paper No./Mail Date

(b) L including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet, Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d)

6. | DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL

Attachm nt(s)

1. [ Notice of References Cited { PTO-892) 5. [J Notice of informal Patent Application (FTO-152)
2. [] Notice of Draftperson's Patent Drawing Review (PTO-948) 6. [] Interview Summary (PTO-413),
Paper No./Mail Date .
3. 1Y Information Disclosure Statements (PTO-1449 or PTO/SB/08), 7. [ ] Examiner's Amendment/Comment
Paper No./Mail Date
4. [} Examiner's Comment Regarding Requirement for Deposit 8. [X] Examiner's Statement of Reasons for Allowance

of Biological Material
9.1 ] Other .

i il _—

U.S. Patent and Trademark Office ’ '
PTOL-37 (Rev. 7-05) Notice of Allowability ~ Part of Paper No./Mail Date 05192006

- iy P C . L



Application/Control Number: 10/976.227 Page 2
Art Unit; 3617

REASONS FOR ALLOWANCE
. The following is an examiner's statement of reasons for allowance: In a known
queuing, as described in the Digital Command Contro| by Stan Ames et al, there is a
processor that applies intelligence and logic to determine the order of which command
packages are to be sent, i.e. new commanda packages are to be sent before any re-
transmission of old command packages. The prior art of record including DCC by Stan
Ames et al, does not suggest the combination of features of independent claim 1, which
includes the use of an interface for queuing first and second commands received from
first and second programs, "selectively deleting” one of said commands, and sending
the command that is "not deleted" as a third command to control a model railroad. Note
that in a conventional signal processing, in which commands are set in a queue for
awaiting the execution of the commands in an order determined by the processor, said
commands are not different from each other in term of "deleted" and "not deleted" ones
N a queuing interface, but rather in term of executing priorities assigned to the
commands to be transmitted to a command station for controlling a track layout
Accordingly, independent claim 1 along with claims 2-9 dépending therefrom are
considered to be defined over the prior art of record.

The copy of the summons/complaint papers filed on April 24, 2006 has been
considered. Since said papers provide no further evidence that would suggest an

unfavorable finding for the claims in the instant application, the allowance of the instant

claims is maintained.
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Application/Control Number: 10/976 227 Page 3
Art Unit: 3617

Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and. to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

2. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Mark T. Le whose telephone number is 571-272-6682
The examiner can normally be reached on Mon-Fri (2:00-8:00). |
_lf attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, Samuel Morano can be reached on 571-272-6684. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.
Information regarding the status of an application may pe obtained from the
Pate_nt Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you _have questions on access to the Private PAIR system. contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). /

Mark T. Le

Primary Examiner
Art Unit 3617

=

mle
5/19/06

7 7
. e et e
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| VICTORIA K. HALL (STATE BAR NO. 240702)
LAW OFFICE OF VICTORIA K. HALL

401 N. WASHINGTON ST. SUITE 350

' ROCKVILLE MD 20850
Victoria@vkhall-law.com

Telephone: 301-738-7677

Facsimile: 240-536-9142

Attorney for Plaintift
' ROBERT JACOBSEN E_mm g

|

'ROBERT JACOBSEN, an individual | C

Plaintiff

 MATTHEW KATZER, an individual,

| KAMIND Associates, Inc., an Orepon
corporation, dba KAM Industries, and

KEVIN RUSSELL, an individual

. ' e ST i
-

Defendants |

Plaintiff, Robert Jacobsen, alleges as follows:

[, NATURE OF ACTION

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

| SAN FRANCISCO DIVISION

COMPLAINT
FOR DECLARATORY

JUDGMENT, FOR VIOLATIONS

OF ANTITRUST LAWY,

CALIFORNIA BUSINESS AND
PROFESSIONS CODE § 17200,
AND LANHAM ACT, AND

FORLIBEL

DEMAND FOR JURY TRIAL

|. This is an action for declaratory judgment that U.S. Patent No. 6,530,329 (“the
‘329 patent”) 1s invalid, unenforceable, void and/or not infringed by Plamtiff
Jacobsen. A true and correct copy of the ‘329 patent is attached in Exhibit A. This

15 also a complaint for violation of federal antitrust laws, the Lanham Act, and

Complaint and Demand for Jury Trial

06 1905

:
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REQUEST FOR JUDICIAL NOTICE
EXHIBIT 3

OR JUDICIAL NOTICE : Exhibit 3
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Apprnved for use through 07/31/2006. OMB 0551-0031
U.3. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

mmmggsm ONS 218 ¢ Lmadto BSOC ﬁaaaﬂbcixmdmfmnﬂhmun!asdtmEmavaEdOMBlmbﬁmmm

A PTO/SB/08a (08-03)
"3

o8 8 Rt

. Subsmu‘t Rt form 1449A/PT

‘F

Complet if Known

795 e | Appiication Number 10/975 227
INFOR 21} N DlSCLOSURE rhng Daf& N Octobef 26 20[}4
STATEMENT BY APPLICANT Firstamed!nventor [ Matthew A_Katzer

g | Al 3617
| (Use as many sheets as necassary) 'f Mark T. Le

. ___ U.S.PATENT DOCUMENTS _

Examiner | uer _ Name of Patentee or Applicant of
Intals Hun'd)er Kinr,l Code® (ﬂ' knoum} |

Cited Docurment
-
- JS:

Publication Dale
MM-DD-YYYY

Pages, Colurmns, Lines, Where Relevant
Passages or Relevant
| FiLII’EE ADpear

FOREIGN PATENT DOCUMENTS

Fcre:gn Patanl Ducumant

' Examiner Clte —
L Initials®
-
i

Name of Patenles or

: . Coumn. es ————
Applicant of Cited | Where Relevant __
- Passages or Relevant |

5 o !_‘u"._.;. I

Publication
Dale

CauntryCode - Number* - Kind Code® {7 known) |

____NON PATENT LITERATURE DOCUMENTS | o
Include name of the author (in CAPITAL LETTERS), title of the article (whan appmpﬂate) title of

| Examiner
| Initials *

the itern (book, magazine, journal, serial, symposium, catalog, etc.), date. page(s), volume-issue

“number(s), ubllsher city and/or coun whereubllshed

Surnmons Complamt fur Decla ratory Judgment, for Viclations of Antitrust Laws, California Buslnass and il
Professions Code § 17200, and Lanham Act, and for Libel, Robert Jacobsen y. Matthew Katzer, KAMIND
Associates: Kevin Russell, Civil Case Number C 06 19085, filed March 13, 2008 in the United States District Court

for the Northern District of California.
| |

*EXAMINER: Initial if reference considered, whather or not citation is In conformance with MPEP 609. D

agg nlnt considered. include copy of this form with next communmahnn {o applicant, rawline frovgh ctaon ifnot in conformance
plicant’s unique cltation designation number (optiona). Apphcant i$ to place a check mark here if English language Translation i

This collection of information Is required by 37 CFR 1,88, Tha information is required to obtain or retain a geneﬁt bgy thga public whii?m li ?oﬂ ;g??adnd by

the USPTO to process) an apptication. Conﬁdenuality s govemed by 35 U.5.C. 122 and 37 CFR 1.14. This collaction is estimated to take 120 minutes

o complets, induding gathering, preparing, and subm:thng the completed application form to the USPTO. Time will vary depending upon the individual

case. Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief

Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce. P.0. Box 1430, Alexandria, VA 22313-1450, DO NOT SEND

:Egg OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: C mmissl nerf r Patents, P.O. Box 1450, Alexandria, VA 22313-

if you need assistance in comp! ting the form, call 1-800-PTO-9199 and select oplion 2.
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REQUEST FOR JUDICIAL NOTICE

EXHIBIT 4




Issue Classification PP . REP;:;T;(;]{::MM under

A m 100976221 KATZER, MATTHEW A.
HIl i I {§ 4l i .

Examin r TARUNt

| MarkT. Le | 3617 |_ . ___J

ORIGINAL | CROSS REFERENCE(S]
SUBCLASS | | SUBCLASS (ONE SUBCLASS PER BLOCK)

06, |
Print Fig. |

L4

egal Instruments Exanjiner) (Date)

i -

aims renumbered in the same order as prentd by pfplicant : ['_'] A j | . [)8.1.47 f

Final
Final
Qnginal
Final
Original
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OCriginal |
Final
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REQUEST FOR JUDICIAL NOTICE
EXHIBIT 5

REQUEST FOR JUDICIAL NOTICE : Exhibit 3
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orgre22r | MATTHEWA KATZER

__(NCLUDING SEARCHSTRATEGY) ___|

U5, Patert o Tredumak Offce . _ S U
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REQUEST FOR JUDICIAL NOTICE
EXHIBIT 6

REQUEST FOR JUDICIAL NOTICE : Exhibit 6
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" UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.Q. Box 1450
Alexandria, Virginia 22313-1450

www. usplo,gov

NOTICE OF ALLLOWANCE AND FEE(S) DUE

" BEAULTEU YONEL
Portland, 8?27204% 7 .. CHEHNOEF&%%?U%EE DATE MAIiﬁEﬁlJI). 06/14/2006
APPLICATION NO FILm, ATTORNEY DOCKETNO — CONFIRMATIDN NO
— —_— —

TITLE OF INVENTION: MODEL TRAIN CONTROL SYSTEM

" APPLN. TYPE SMALL ENTITY | ISSUE FEE PUBLICATION FEE | TOTAL FEE(S)DUE | DATE DUE | j;

nonpmwsmnal YES | $0 $0 $0 09/ ] 4/2006

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.

o3 )N ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
TATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 US.C. 151. THE ISSUE FEE DUE INDICATED ABOVE
REFLECTS A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE APPLIED IN THIS APPLICATION. THE PTOL-85B (OR

AN EQUIVALENT) MUST BE RETURNED WITHIN THIS PERIOD EVEN IF NO FEE IS DUE OR THE APPLICATION WILL
BE REGARDED AS ABANDONED.

HOW TO REPLY TO THIS NOTICE:

I. Review the SMALL ENTITY status shown above.

If the SMALL ENTITY is shown as YES, verify your current
SMALL ENTITY status:

If the SMALL ENTITY is shown as NO:

A. It the status 1s the same, pay the TOTAL FEE(S) DUE shown
above.

B. If the status above is to be removed, check box 5b on Part B -
Fee(s) Transmittal and pay the PUBLICATION FEE (if required)
and twice the amount of the ISSUE FEE shown above, or

A. Pay TOTAL FEE(S) DUE shown above, or

B. If applicant clatmed SMALL ENTITY status before, or is now
claiming SMALL ENTITY status, check box 5a on Part B - Fee(s)

Transmittal and pay the PUBLICA I'TON FEE (if required) and 1/2
the ISSUE FEE shown above.

II PART B - FEE(S) TRANSMITTAL should be completed and returned to the United States Patent and Trademark Office (USPTO) with
your ISSUE FEE and PUBLICATION FEE (if required). Even if the fee(s) have already been paid, Part B - Fee(s) Transmittal should be

completed and returned. If you are charging the fee(s) to your deposit account, section "4b" of Part B - Fee(s) Transmittal should be
completed and an extra copy of the form should be submitted.

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. [t is patentee's responsibility to ensure timely payment of maintenance fees when dw

Page 1 of 3
PTOL-85 (Rev. 01/06) Approved for use through 04/30/2007.
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the 1SSUE FEE and PUBLICATION FEE (if required). Blocks 1 through S should be completed
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unl?ss co:'_rfgctigi below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for
maintenance fee notifications. |

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) Note: A certl icate of mailing can only be used for domestic mailings o the
Fee(s) Transmittal. This certilicate cannot be used for any other accompanying
Eaper;s. Each additional paper, such as an assignment or formal drawing, must

ave its own certificate of mailing or transmission.

7590 06/14/2006
, Certificate of Mailing or Transmission
Kevin L. Russell | hrereby ceﬁi‘gr that this F'ee(fst) Transmittal is being deposited with the United
Suite 1600 States Postal Service with sufficient postage for first class mail in an envelope
addressed to the Mail Stop ISSUE FEE address above, or being facsimile
601 SW Second Ave. | transmitted to the USPTO (571) 273-2885, on the date indicated below.

Portland, OR 97204-3157 _

(Signature)

(Dete) §
FILINGDATE - | ~  FIRST NAMED INVENTOR i ATTORNEY DOCKET NO.

.
10/989,815 11/16/2004 _ Matthew A. Katzer 7431.0080 5176
TITLE OF INVENTION: MODEL TRAIN CONTROL SYSTEM

| APPLICATION NO,

a APPLN. TYPE SMALL ENTITY |

nonprovisional YES . $0

Tocmonrs | Tomairsmoue | oeEoe ]
$0 $0 09/14/2006
| cLasssuBcLASS |

3661 701-019000

CFR 1.563). | (1) the names of up to 3 registered patent attorneys I
] Change of correspondence address (or Change of Correspondence | or agents OR, alternatively,

Address form PTO/SB/122) attached. (2) the name of a single firm (having as a member a 2_

[ "Fee Address™ indication (or "Fee Address" Indication form -f registered attorney or agent) and the names of up to
PTO/SB/47, Rev 03-02 or more recent) attached. Use of a Customer | 2 registered patent attorneys or agents. If no name is 3
Number is required. | : listed, no name will be printed. -

EXAMINER ART UNIT . .

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : L Individual [ Corporation or other private group entity ] Government

4a. The following fee(s) are enclosed: - 4b. Payment of Fee(s):
_J Issue Fee J A check 1n the amount of the fee(s) is enclosed.
_J Publication Fee (No small entity discount permitted) N Payment by credit card. Form PTO-2038 is attached.

_J Advance Order - # of Copies ] The Director is hereby authorized by charge the required fee(s), or credit any overpayment, to
Deposit Account Number (enclose an extra copy of this %)_

Ja Alicant claims SMALL ENTITY status. See 37 CFR 1.27. LJb. Applicant 1s no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).

NOTE: The Issue Fee and Publication Fee (1? required) will not be accepted from anyone other than the apph}{;fnt; a regi}s’tgred attorney or ageng%r the assignee or other party in

Authonzed Signature Date

Typed or printed name Registration No.

This collection of information is required by 37 CFR 1,311. The information is rccmired to obtain or retain a benefit by the public which 1s to file (and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, mncluding gathering, preparing, and
submitting the completed application form to the USPTO. Time will va dgggnding upon the individual case. Any comments on the amount of time you require to complete
this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O

Box 1450, Alexandna, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O, Box 1450:
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a vaiid OMB control number.




United States Patemt and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450
Alcxandria, Virginia 22313-1450
WWW.USpLo. gov

| APPLICATIONNO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATIONNO. |

10989815 171672004 Niathew A Katmer 776

7590 06/14/2006 EXAMINER |

Kevin L. Russell

Suite 1600

601 SW Second Ave.
Portland, OR 97204-3157

BEAULIEU, YONEL
| PAFERNUMBER |
3661

DATE MAILED: 06/14/2006

ART UNIT

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 0 day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 0 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment 1s the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEDB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent L.egal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or
(571)-272-42G0. '

Page 3 of 3
PTOL-85 (Rev. 1/06) Approved for use through 04/30/2007,
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REQUEST FOR JUDICIAL NOTICE
EXHIBIT 7

REQUEST FOR JUDICIAL NOTICE : Exh
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Application No. Applicant(s)
, . 10/989.815 KATZER, MATTHEW A.
Yonel Beaulieu ' 3661

* - The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included

herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. X4 This communication is responsive to RCE filed 4/3/06.

2. X The allowed claim(s) is/are 48-94.

3. ] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (.
a)[ ] Al b)[_]Some* c¢)[]None ofthe:
1. ] Cetified copies of the priority documents have been received.
2. L] Certified copies of the priority documents have been received in Application No.

3. [] Copies of the certified copies of the priority documents have been received in this national stage application from the
International Bureau (PCT Rule 17.2(a)).
* Certified copies not received:

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file 3 reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

4. [ ] A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.

5.1 ] CORRECTED DRAWINGS ( as “replacement sheets™ must be submitted.

(a) I including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PT0O-948) attached
1) L] hereto or 2) [ to Paper No./Mail Date

(b) L] including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mait Date

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front {(not the back) of
each sheet. Replacement sheet{s) should be labeled as such in the header according to 37 CFR 1.121(d). |

6. [_] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s) .
1. [_] Notice of References Cited (PTO-892) 5. [_] Notice of Informal Patent Application (PTO-152)
2. LI Notice of Draftperson's Patent Drawing Review (PT0-948) 6. [_] Interview Summary (PT0-413),
Paper No./Mait Date .

3. [ Information Disclosure Statements (PTO-1449 or PTO/SB/08), 7. 1 Examiner's Amendment/Comment

Paper No./Mail Date 4/3/06
4. [_] Examiner's Comment Regarding Requirement for Deposit 8. [X] Examiner's Statement of Reasons for Allowance

of Biological Material

9. ] Other _ , LT
_ P p.

U.S. Patent and Trademark Office ..‘L\-"

PTOL-37 (Rev. 7-05) Notice of Allowability Part of Paper No./Mail Date 20060609
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Application/Control Number: 10/989,815 Page 2
Art Unit: 3661

Continued Examination Under 37 CFR 1.114
A request for continued examination under 37 CFR 1.114, including the fee set
forth in 37 CFR 1.17(e), was filed in this application after allowance or after an Office
action under Ex Parte Quayle, 25 USPQ 74, 453 0.G. 213 (Comm'r Pat. 1935). Since
this application is eligible for continued examination under 37 CFR 1.114, and the fee
set forth in 37 CFR 1.17(e) has been timely paid, prosecution in this application has

been reopened pursuant to 37 CFR 1.114. Applicant's submission filed on 4/3/2006 has

heen entered.

Allowable Subject Matfer

Claims 48 - 94 are allowed in view of Applicant’s filing of a Terminal Disclaimer
disclaiming the terminal part of the statutory term of any patent granted on the instant
application which would extend beyond the expiration date of the full statutory term prior
patent No. 6,676,089. Furthermore, the prior art of record fail to teach operating a
digitally controlled model railroad comprising, among other limitations, transmitting first
and send commands to an interface through a first and a second transports, the
interface queuing the first and second commands and sending third and fourth

commands representative of the first two commands for execution of the model railroad

trough validation against permissible actions.
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Application/Control Number: 10/989,815 Page 3
Art Unit: 3661

Conclusion
Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Yonel Beaulieu whose telephone number is (571) 272-

63955. The examiner can normally be reached on Mon., Wed., & Thur. between 0900

and 1600.

it attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Thomas BLACK can be reached on (5671) 272-6856. The fax phone number

for the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Priva?e PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated‘iﬂformation

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

Primdry Examiner
Art Unmit 3661



Case 3:06-cv-01905-JSW  Document 61  Filed 06/16/2006 Page 26 of 27

REQUEST FOR JUDICIAL NOTICE
EXHIBIT 8

REQUEST FOR TICE : Exhibit 8
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PTO/SB/08a (08-03)
Appraved for usa through 07/31/2008. OMB 0651-0031
N | U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Substitute for fD QNPTO '. Cﬂmplate if Known "f.:
STATEMENT BY APPLICANT | FistNamedimentor | Matthew A.Katzer |

v Patmtee Aot A e AR St
otumem numoer o Pages, Columns, Lines, Where Relevant

Passages or Relevant

h

.‘.
L B

--l---

¥ Aflormey Docket Number .

Publication Date
MM-DD-YYYY

Exarminer
Initials *

Ciled Document

| Number - Kind Code? (f knawn)

Dsie Applicant of Cited -- Where

MM-DD-YYYY Document Passages or Relevant

| Examiner |
| lnitials® |

Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), titte of
T |

Examiner

Summons, Complaint for Deﬂaratary Judgment, for Violations of Antirust Laws, Califumia S .

the item (book, magazine, joumal, serial, symposium, catalog, elc.), date, page(s), volume-issue

YR Professions Code § 17200, and Lanham Act, and for Libal, Robert Jacobsen v. Matthew Ke KAMIND
Associates; Kevin Rusgell, Civil Case Number C 08 1908, filad March 13, 2008 in the United States District Court
| _for the Northern District of Califomia.

(Gaminer | J2onel Besaiions oToe, EEEEE——

| Signature

“EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 608. Draw line through citation if not in conformance

!and not considered. Include copy of this form with next communication to applicant.
Appircant's unique citation designation number {optional). * Applicant is to place a check mark here if English language Translation is attached.

This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by
the USPTO to process) an application. Confidentiality is govemed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 120 minutes
to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual
case. Any cormments on the amount of time you require to complete this form and/or suggestions for reducing this burden, shouid be sent to the Chief
information Officer, U.S. Patent and Trademark Office, U.5. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-

1450, “
If you need assistance in completing the form, call 1-800-PT0-9199 and select oplion 2



